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Reply to Office Action of May 22, 2007 

REMARKS/ARGUMENTS 

Favorable reconsideration of this application as presently amended and in light of the 
following discussion is respectfully requested. 

Claims 1,3-7, and 1 1 are presently active; Claims 2, 8-10 and 12-18 have been 
cancelled without prejudice. Claims 1-7 and 1 1 have been amended by way of the present 
amendment. No new matter ahs been added. 

In the outstanding Office Action, Claim 18 was rejected under 35 U.S.C. §101 
because the claimed invention is directed to non-statutory subject matter; Claims 1-18 were 
provisionally rejected under the judicially created doctrine of double patenting over Claim 1- 
28 of U.S. Serial No. 10/309,333; and Claims 1-18 were rejected under 35 U.S.C. 103(a) as 
being unpatentable over Cocotis et al (U.S. Pat. Appl. Publ. No. 20030078965) in view of 
Miller et al (U.S. Pat. Appl. Publ. No. 20020023959). 

Regarding the 35 U.S.C. §101 rejection to Claim 18, Claim 18 was canceled 
without prejudice. Thus, the 35 U.S.C. §101 rejection is moot. 

Regarding the double patenting rejection, the above-mentioned amendments 
clarify characteristics related to present invention; and thereby overcome the double patenting 
in that independent Claims 1 and 1 1 define features not found in U.S. Serial No. 10/309,333. 

Regarding the 35 U.S.C. 103(a) rejection. Claims 1 and 1 1 define that a printing 
apparatus itself directly reads an identification pattem (barcode and so forth) output by a user 
terminal. This characteristic, in which a printing apparatus itself directly reads an 
identification pattem, is neither disclosed in nor suggested by Cocotis et al or Miller et al 
(individually or in combination). 
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Other characteristics included in Claims 1 and 11 are £ui identification pattern 

including information representing a printing condition and a storing place set for an 

electronic file. Accordingly, the claimed printing apparatus (or the claimed printing that is 

based on the extracted information concerning the printing condition) prints an electronic file 

stored in the storing place under the printing condition, thereby, simplifying its operational 

procedures. 

This characteristic, in which operational procedures are simplified by including a 
printing condition in an identification pattern, is neither disclosed in nor suggested by Cocotis 
et al or Miller et al (individually or in combination). 

Accordingly, even combining the cited references (if properly combinable) would not 
produce the all the elements defined in Claims 1 and 11. 

Moreover, while identifying passages of Cocotis et al and Miller et al. the Office 
Action's rejection of original Claims 9 and 10 (which recited somewhat similar features to 
those presently contained in Claims 1 and 1 1) provides no showing by which Applicant can 
know which elements in those references the examiner believes to be a disclosure of those 
claimed elements. Furthermore, the respective passages identified in Cocotis et al for the 
elements of Claims 9 and 10 come fi-om disparate p^s of Cocotis et al. suggesting that the 
features in Cocotis et al identified are not themselves disclosed in Cocotis et al as working 
together. Accordingly, the rationale for combining disparate elements of Cocotis et al with 
other elements of Miller et al can not be assessed by Applicant, and there would appear to no 
basis except in impermissible hindsight reconstruction for the present 103 rejection. 

Indeed, the court in In re Mercier. 185 USPQ 774 (CCPA 1975) stated that 

The board's approach amounts, in substance, to nothing more than 
a hindsight "reconstruction" of the claimed invention by relying on isolated 
teachings of the prior art without considering the over-all context within which 
those teachings are presented. Without the benefit of appellant's disclosure, a 
person having ordinary skill in the art would not know what portions of the 
disclosure of the reference to consider and what portions to disregard as 
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irrelevant, or misleading. See In re Wesslau, 53 CCPA 746, 353 F.2d 238, 147 
USPQ 391 (1965). 

Here, the examiner appears to be using Applicant's claims to decide not only which parts of 
Cocotis et al to consider and which parts to disregard, but also appears to be using 
Applicant's claims to decide which parts of Miller et al to consider and which parts to 
disregard. 

Accordingly, for all the above reasons. Claims 1 and 1 1 (and the claims dependent 
therefrom) are believed to patentably define over Cocotis et al and Miller et al . 

Consequently, in view of the present amendment and in light of the above 
discussions, the outstanding grounds for rejection are believed to have been overcome. The 
application as amended herewith is believed to be in condition for formal allowance. An 
early and favorable action to that effect is respectfully requested. 
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